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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)E3 Responsive to communication(s) filed on 24 May 2006 . 
2a)Q This action is FINAL. 2b)£3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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4) ^ Claim(s) 1-21 is/are pending in the application. 
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5) D Claim(s) is/are allowed. 

.6)13 Claim(s) 1-21 is/are rejected. 
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Application Papers 

9) D The specification is objected to by the Examiner. 
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Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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2. Q Certified copies of the priority documents have been received in Application No. . 
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DETAILED ACTION 

Another Examiner has been assigned to this application. 
This Office action is in response to Applicant's amendment and request for 
reconsideration filed on May 24, 2006. Claims 1-21 are presented for further examination. 

Response to Arguments 

1 . Applicant's arguments are moot in view of the new grounds of rejection set forth. 

Specification 

5. Applicant's amendments to the specification as submitted on May 10, 2006 are accepted and 
entered into the record. 

Claim Rejections - 35 USC §101 
35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

2. Claims 12-15 and 21 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

3. With regard to claims 12-15 and 21, Applicant claims several "means for" limitations, which 
in view of the specification may all be implemented in software. Thus, the claim is software per 
se. A software program which is not tangibly embodied on a computer readable medium, is 
merely a manipulation of abstract ideas. 
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Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

4. Claims 1-13 and 15-21 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Tafoya et al. (U.S. Patent Number 6,829,607; hereinafter Tafoya). 

With regard to claims 1,16, and 21, Tafoya disclosed a method for populating a contact 
list (e.g. address book or resolution list) on a portable device (e.g. hand-held device, Col 5, lines 
24-28), the method comprising: 

□ Extracting contact information from a number of messages stored in a memory in 
the portable device (e.g. initially populating the resolution list, see inter alia Col 7, 
lines 9-54); and 

□ Entering the extracted contact information into a contact list (e.g. address book or 
resolution list) maintained by a program operating on the portable device (see 
inter alia Col 7, lines 9-54) (for operating on the portable device see Col 5, lines 
23-33). 
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With regard to claim 12, Tafoya disclosed a user interface configured to facilitate the 
populating of a contact list, the user interface comprising: 

□ Means for extracting contact information from a number of messages stored in a 
memory in the portable device (e.g. initially populating the resolution list, see 
inter alia Col 7, lines 9-54); 

□ Means for presenting the extracted contact information on the portable device 
(Col 2, lines 35-38); 

□ Means for receiving a number of selections of contacts to be stored in the contact 
list (e.g. user edits the list and then saves the list Col 2, lines 35-38); 

□ Means for entering the selected contact information into a contact list by a 
program operating on the portable device (saving the list Col 2, lines 35-38) (for 
operating on the portable device see Col 5, lines 23-33). 

With regard to claims 2 and 17, Tafoya disclosed extracting contact information includes 
monitoring incoming messages and retrieving contact info information from incoming messages 
(dynamically update the resolution list, Col 9, lines 59-63). 

With regard to claim 3, Tafoya disclosed contact information includes an SMTP email 
address (Col 7, line 51). 
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With regard to claims 4 and 18, Tafoya disclosed extracting contact information includes 
scanning a message database and retrieving contact information from messages contained in the 
database (e.g. initially populating the resolution list, see inter alia Col 7, lines 9-54). 

With regard to claim 5, Tafoya disclosed only message sent or received before a 
preselected time (i.e. before the user closes the program), after a preslected time (e.g. after the 
user opens the program), or during a preselected time period are scanned (e.g. the system only 
scans the data store when the program is open, Col 9, lines 53-65). 

With regard to claim 6, Tafoya disclosed only messages sent or received after a time of a 
last scan are scanned (i.e. after the program is started only new entries are dynamically scanned, 
Col 9, lines 61-63). 

With regard to claims 7 and 19, Tafoya disclosed entering the extracted contact 
information into a contact list maintained by a program operating on the portable device includes 
providing a GUI with contact information configured to receive a selection from a user of the 
portable device (see inter alia, Col 11, lines 42-54). 

With regard to claims 8, 15, and 20 Tafoya disclosed automatically entering in the 
contact list only contact information not already contained in the contact list (Col 10, lines 13- 
17). 
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With regard to claims 9 and 10, Tafoya disclosed filtering contact information to include 
or exclude from the contact list contact information from emails and retrieved addresses received 
from certain domains (Col 11, lines 9-22). 

With regard to claim 11, Tafoya disclosed filtering contact information to include in the 
contact list only email sender information (Col 8, lines 10-26). 

With regard to claim 13, Tafoya disclosed means for presenting extracted contact 
information on the portable device includes means for providing a checklist of extracted contact 
information (e.g. the user is able to edit and delete entries in the list Col 2, lines 35-38). 



Claim Rejections - 35 USC §103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 1 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

5. Claim 14 is rejected under 35 U.S.C 103(a) as being unpatentable over Tafoya. 

Tafoya disclosed substantial features of the claimed invention however, Tafoya failed to 
specifically recite the portable device includes a display on a wireless application protocol 
(WAP) phone. Nonetheless Tafoya disclosed the invention may be practiced with other 
computer systems including hand-held devices. Further Examiner takes Official Notice that 
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WAP phones were a widely known type of hand-held device in the art at the time of Applicant's 
invention. Thus, it would have been obvious to one of ordinary skill in the art at the time of 
Applicant's invention to implement Tafoya's system in a WAP phone since 1) Tafoya disclosed 
his system may be practiced in other computer systems and 2) the WAP phone would provide 
users with more freedom by allowing them to roam wirelessly and thus communicate via phone 
and email from anywhere. 

Conclusion 

6. The prior art made of record, in PTO-892 form, and not relied upon is considered pertinent 
to applicant's disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sean Reilly whose telephone number is 571-272-4228. The 
examiner can normally be reached on M-F 8-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Glen Burgess can be reached on 571-272-3949. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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